
PHARMACYCLICS LLC 
V.

UNION OF INDIA



• Pharmacyclics LLC had filed a writ petition before the Delhi High Court challenging
the order dated 6 November 2019 of the Joint Controller of Patents and Designs,
by which the Controller had rejected Pharmacyclics' petition and had taken on
record the additional documents along with evidence filed by the Opponent
(Laurus Lab Pvt Ltd) at a belated stage. The proceedings before the Controller
related to post-grant opposition proceedings initiated against Pharmacyclics'
patent.
The Court adjudicated upon the issue as to whether after a party has completed its
pleadings in a post-grant opposition along with evidence, any party can file further
evidence or rely on further documents, and accordingly laid down the following
guidelines with respect to post-grant oppositions:

• the opponent and the patentee have adequate freedom to file their initial
pleadings and evidence by relying upon all the documents and expert testimonies
that they wish to;

• the opponent's rejoinder in a post-grant opposition proceeding ought to be strictly
confined to the patentee's evidence;

• once an opposition board is constituted, and material is transmitted to the board,
further evidence is not permissible;



• the filing of further evidence under Rule 60 of the Patent Rules
2003 is permitted only in exceptional cases, with leave or direction
of the Controller. The filing can only be done prior to hearing as
fixed in Rule 62. Once a notice of hearing is given, no further
evidence is permissible;and

• Rule 62(4) of the Patent Rules 2003 relates only to publications and
not to any private document. Under this Rule, in exceptional cases,
publications that have not been placed inadvertently or not in the
party's knowledge can be served upon the opposite side five days
prior to the hearing. When the said publication is served, the date
and time of publication along with the relevant portions of the
publication must be highlighted so that the party can deal with the
publication at the time of the hearing. Moreover, as these
publications would be served after the opposition board has been
formed, a member of the opposition board should be present at
the time of the hearing.



• Additionally, observing on the nature of the post-grant oppositions, the
Court also observed that once the opposition board forms an opinion, it is
advisable for the Controller to fix a hearing expeditiously in the
proceeding.

• Accordingly, the Court stated that the opposition board give its
recommendation within three months of the opponents' rejoinder and the
hearing be fixed three months thereafter.

• The rationale of the Court in laying down the procedure is to eliminate the
element of surprise so that the parties know the case that they have to
meet and no party should have an unfair advantage over the other.

• The decision is extremely significant as it explains the nature and timelines
that ought to be followed in the post-grant opposition proceedings along
with providing guidelines for the same. The decision will impact the
functioning of the Patent Office and it is hoped that it will only expedite
the process of concluding post-grant proceedings, which at times get
unnecessarily delayed.


